04/11/2007 13:34 



8585529098 




PAGE 



AppJL No. 10/649,138 
Docket No.: 248/182CON 
Page 5 



REMARKS 



Claims 2-20 are pending in this application. Claims 4, 8, 9, 1 1-20 were rejected under 35 
U.S.C. §112, first paragraph. Claims 2-20 were variously rejected under the judicially created 
doctrine of obviousness-type double patenting. 

With respect to all amendments and cancelled claims, Applicants have not dedicated or 
abandoned any unclaimed subject matter and moreover, have not acquiesced to any rejections or 
objections made by the Patent Office. Applicants expressly reserve the right to pursue 
prosecution of any presently excluded subject matter or claim embodiments in one or more future 
continuation and/or divisional application(s). 

Applicants have carefully considered the points raised in the Office Action and believe 
that the Examiner's concerns have been addressed as described herein, thereby placing this case 
into condition for allowance. 

Rejections under 35 U,S.C. §112, first paragraph 

Claims 4, 8, 9, 1 1-20 were rejected under 35 U .S.C §112, first paragraph for allegedly 
failing to comply with the written description requirement regarding new matter. Applicants 
respectfully traverse this rejection. 

In this rejection, the Examiner requests support in the specification for the phrase "any of 
At to Mi is a D-amino acid" in claim 12. 

Applicants respectfully point out that support for this phrase can be found, for example, 
in originally filed claim 1, at page 9, line 11, and at page 10, lines 1-5. Original claim 1 and the 
page 9 citation describe that "any of A 3 to Mi is not an L-amino acid" and the page 10 citation 
states that "[biologically active derivatives of the above Figure 3 agonist analogues are also 
included within the scope of this invention in which the stereochemistry of individual amino 
acids may be inverted from (L)/S to (D)/R at one or more specific sites." 

It is commonly known that amino acids having an asymmetric carbon atom have two 
possible stereoisomers, conventionally designated as L or D. As original claim 1 states that "any 
of Ai to M) is not an L-amino acid," it effectively states that "any of A i to Mi is a D-amino 
acid." Thus, the pending claims are fully described in the specification as filed. 
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Accordingly, Applicants respectfully request reconsideration and withdrawal of the 
rejection under 35 U.S.C. 1 12, first paragraph. 

Rejections uqder Obviousness-type Double Patentinfi 

Claims 2-20 were provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as allegedly being unpatentable over claims 24-59 of U.S. Pat. 
Application No. 10/643,681 (hereinafter "the *681 application"). The Examiner states that 
"Applicants acknowledge their duty to disclose a terminal disclaimer with regard to the '681 
application (e.g., see 10/27/06 Response, page 7, second to last paragraph), but have failed to do 
so " Office Action, page 6, point 8. 

Applicants respectfully disagree with this characterization of the statements in the 
October 27, 2006 Response regarding the '681 application. No "acknowledgement of a duty to 
disclose a tenninal disclaimer with regard to the '681 application" was made. Since this a 
provisional rejection in view of the pending '68 1 application, no action with regard to this 
rejection is needed at this time. 

Claims 4, 8, 9, 1 1-20 were rejected under the judicially created doctrine of obviousness- 
type double patenting as allegedly being unpatentable pver claims 1-45 of U.S. Pat. No. 
5,686,41 1. Applicants respectfully point out that a terminal disclaimer for the present application 
and U.S. Pat. No. 5>686,41 1 was submitted to the Office on May 9, 2006. 

Claims 4, 8, 9, 11-15, 17, 19 and 20 as being unpatentable over claims 1-32 of U.S. Pat. 
No. 5,814,600. Submitted herewith is a terminal disclaimer for the present application and U.S. 
Pat. No. 5,814,600. Accordingly, Applicants respectfully request that the rejection based on the 
claims of these patents be withdrawn. 

In sum, Applicants respectfully request reconsideration and withdrawal of the rejections 
under the judicially-created doctrine of equivalence. 
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CONCLUSION 



APR 1 1 W 



Applicants believe that all issues raised in the Office Action have been properly 
addressed in this response. Accordingly, reconsideration and allowance of the pending claims 
are respectfully requested. If the Examiner feels that a telephone interview would serve to 
facilitate resolution of any outstanding issues, the Examiner is encouraged to contact Applicants' " 
representative at the telephone number below. 

No additional fees are believed due for this submission. However, if a fee is due, the 
Commissioner is hereby authorized to charge payment of any fees associated with this 
communication, to Applicant's Deposit Account No. 010535 referencing Docket No. 
248/182CON. Additionally, the Commissioner is hereby authorized to charge payment or credit 
overpayment of any fees during the pendency of this application to Applicant's Deposit Account 
No. 010535. 

Date: April 11.2007 Respectfully submitted, 



Amylin Pharmaceuticals, Inc. 
9360 Towne Centre Drive 
San Diego, California 92121 
Phone (858) 552-2200 
Facsimile (858) 552-1936 



AMYLIN PHARMACEUTICALS, INC. 




Reg. No. 46,332 
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